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Sir: 

1. I, Norimassa Fukuo, am a Japanese patent attorney working in the 
office of Yanagida & Associates, which is Applicant's Japanese representative. I 
declare as follows: 

2. I am aware of the pending U.S. Application No. 09/801,649 filed 
March 9, 2001. U.S. Application No. 09/801,649 claims priority to Japanese 
application 2000-065276, filed March 9, 2000. The pending claims 1-44 are 
supported by Japanese application 2000-065276, filed March 9, 2000. 



Application No. 09/801,649 Docket No.: 2091-0234P 

3. During prosecution of U.S. Application No. 09/801,649, the 
Examiner rejected the pending claims 1-44 as follows (See Final Office Action 
dated August 9, 2006, hereinafter referred to as the "August 9 th FOA"): 

(i) Claims 1-2, 6-7, 11-12, 16-19, 25-31, 33-35, 37-39 and 41-43 
under 35 U.S.C. § 102(e) as allegedly being anticipated by Evans (US Patent 
6,577,746, hereinafter referred to as "Evans 1 ); 

(ii) Claims 3-5, 8-10 and 13-15 under 35 U.S.C. §103(a) as allegedly 
being unpatentable over Evans in view of Kenner (US Patent 5,956,716, 
hereinafter referred to as "Kenner"); 

(iii) Claims 20-24 under 35 U.S.C. § 103(a) as allegedly being 
unpatentable over Evans in view of Rhoads (US Patent 5,850,481, hereinafter 
referred to as "Rhoads"); and 

(iv) Claims 32, 36, 40 and 44 under 35 U.S.C. §103(a) as allegedly 
being unpatentable over Evans in view of Godlewski (US Patent 6,577,746, 
hereinafter referred to as "Godlewski"). 

4. All claims are rejected in reliance upon Evans at least in part. 

5. Evans has a US filing date of December 28, 1999. 
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6. The subject matter of the present application was conceived prior 
to December 28, 1999. As evidence, 1 provide the following discussion: 

(i) 1 am a Japanese patent attorney working for Yanagida & 
Associates {hereinafter referred to as "Yanagida"), a Japanese Patent firm 
working with Fuji Photo Film, Co,, Ltd. {hereinafter referred to as "Fuji 
Film 0 ). Fuji Film is the owner of the present application and employs the 
inventors thereof. 

(ii) Yanagida worked to prepare and file Japanese application 
2000-065276 on March 9, 2000, To this end, the following will show 
that the subject matter of the Japanese application 2000-065276 was 
conceived prior to December 28, 1999. 

(iii) Prior to December 28, 1999, Yanagida received instructions 

from Fuji Film instructing Yanagida to proceed with the drafting and 

filing of the specification, claims, abstract and drawing with the 

Japanese Patent Office. The instructions were received prior to 

December 28, 1999 and Yanagida proceeded to prepare application. 

Attached as evidence, as Appendix 1, is a copy of the invention 

disclosure (including drawings) from Fuji Film to Yanagida. Also 

attached is an English translation thereof. The information contained 

within the disclosure and the drawings are sufficient to identify the 

application as that ultimately filed on March 9, 2000 and designated as 

Japanese application 2000-065276. 
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(iv) On January 18, 2000, Yanagida presented Fuji Film with a 
draft of the Japanese application for review. Attached as evidence, as 
Appendix 2, is a copy of the cover letter from Yanagida used to send the 
draft of the Japanese application to Fuji Film, Also attached is an 
English translation thereof. 

(v) It is normal and customary for Fuji Film to conduct an 
internal review of drafts of Japanese application prepared by Yanagida. 
It is normal and customary that the Intellectual Property team of Fuji 
Film and the inventors themselves be involved in the review process. 

(vi) On March 7, 2000, Fuji Film instructed Yanagida to proceed 
with filing the Japanese application. Attached as evidence, as Appendix 
3, is a copy of the instructional letter from Fuji Film to Yanagida- Also 
attached is an English translation thereof, 

(vii) Suitable papers were also prepared in order to file the 
application with the Japanese Patent Office. This filing occurred on 
March 9, 2000. 

(7) I am the person at Yanagida with actual knowledge of the above 
events and am also the person in charge of the Japanese patent application 
2000-065276. 
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I hereby declare that all statements made herein of my own knowledge 
are believed to be true, and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize the validity 
of the application or any patent issued thereon. 



Attachments: 

• Invention disclosure and drawings prior to December 28, 1999 and an 
English translation thereof; 

• Cover letter dated January 18, 2000 from Yanagida to Fuji Film used to 
present the draft of the Japanese application for review and an English 
translation thereof; and 

• Instruction dated March 7, 2000 from Fuji Film to Yanagida to proceed 
with the filing of the Japanese application and an English translation 
thereof. 





Norimassa FUKUO 



Date 
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Prepared by: Workplace, MIYA-R1 
Name, Akira Yoda 

5 *1. Title of the Invention 

Reprint Order Method 

*2. Technical Field of the Invention 

Photographic Print Duplication Apparatus 

10 

*3. Conventional Techniques and their Defects 

(For other companies' patents and documents, copies are 
attached to this statement.) 

15 *4. Problems to Be Solved by the Invention 

In view of the foregoing circumstances, it is the main 
object of the present invention to produce an additional print 
without deterioration in the quality of the print from a 
reflection print produced by a digital printer. Further, it 

2 0 is also an object of the present invention to produce a duplicate 

print without deterioration in the quality of the print from 
a reflection original document, such as an album or a document 
on which photographs have been pasted, or from a print, such 
as a faded print, of which the quality has deteriorated as time 

25 has passed. Further, it is an object of the present invention 

to provide an excellent method for enabling these features 
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without using an expensive scanner. 

*5. Means for Solving the Problem 
A print system comprising: 
5 1) A watermark embedding means for embedding an ID code 

for identification, as an electronic watermark , in digital image 
data ; 

2) A first print means for outputting data in which the 
ID code is embedded as an original print; 
10 3) An image server means for storing the data in which 

the ID code is embedded; 

4) A watermark readout means for reading out an ID signal 
that is embedded as an electronic watermark from data obtained 
by scanning a print; 
15 5) A retrieval means for retrieving image data from the 

image server, the image data corresponding to the ID that has 
been read out ; and 

6) A second print means for outputting the image data as 
a duplicate print. 

20 

*6a. Embodiments 

Figure 1 is a diagram illustrating the configuration of 
a reorder system of the present invention. 

A print order of image data obtained by photography using 
25 a digital camera is sent to a print company, such as a photographic 

laboratory, (through a medium or a network) . An ID number for 
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identifying the image is attached to the data of ordered print, 
and printing is performed while the ID and the image are kept 
in an inseparable state from each other. As a method for printing 
in such a manner, a bar code may be printed on the backside 
of the print or in a white frame portion of the print. However, 
in view of possible mounting of the print on a mount, production 
of a borderless print, a double-side print or a composite print, 
a cut-and-paste processing or the like, a method for embedding 
the ID as a watermark, which will be described below, is 
desirable . 

An image in which a watermark is embedded is output from 
a digital printer and given to the customer who ordered the 
print. At the same time, the image data is sent to an image 
data management apparatus and registered therein. The image 
data management apparatus has an image data retrieval function 
using a mass storage apparatus and ID numbers. Further, a 
copyright management system (not illustrated) may also be added, 
if necessary. The copyright management system is a system for 
correlating author IDs and image IDs with each other. The 
copyright management system may include a correspondence table 
showing a correspondence with royalties. 

When a reorder is received, watermark readout processing 
is performed on data obtainedby scanningusing a f latbet scanner , 
and judgment is made as to whether an ID is embedded in the 
data. If a watermark is embedded, a request for readout of an 



image corresponding to the ID information is sent to the image 
data management apparatus. Then, the image data. is read out 
and sent to a printer, and an image is printed (process indicated 
by double lines in Figure 1) . 

Reprint of a composite- layout photograph is performed in the 
following manner. Please assume an image, as illustrated in 
Figure 2, in which image B is superimposed on image A and 
characters are also laid out (both digital composition and paper 
composition are OK) . Please assume that an ID is embedded in 
image A in a manner similar to the method according to the present 
invention but no ID is embedded in image B and in the characters . 
In this case, the image is printed by replacing only the image-A 
portion with data stored in the image data storage apparatus, 
as described below. 

A portion at which the image ID has been detected is used 
as a positioning target, and the position, the angle and the 
magnification/reduction ratio of the image are determined by 
performing pattern matching between scan image data and the 
stored image data. After the position is determined, the whole 
image plane of the stored image data is compared with the scan 
image data. Then, only an area in which a difference between 
the stored image data and the scan image data is small is replaced 
with the stored image data. 

It is needless to say that a print is produced by changing 
the order of superimposition of image A and image B , if requested . 



In such a case, after the position is determined, the stored 
image data should be directly pasted. Further, if an ID is also 
embedded in image B, more flexible re-edit printing becomes 
possible . 

As described above, a reflection print and its original 
image data can be correlated with each other. If this feature 
is utilized, it is possible to replace only the image-A portion 
in a composite print, as illustrated in Figure 2, with another 
image C. In this case, positioning of image-A data is performed 
in the aforementioned process, and only an area in which the 
difference from the scan image is small is detected as a mask 
area. Then, other image data is pasted in the area. Accordingly, 
it is possible to accurately replacing the image-A portion with 
the other image . 

Further, even if a print is broken, if the size of the 
print is greater than or equal to a predetermined size (pX 
qX a ) , it is possible to produce a duplicate of the whole image . 

An ID is also recorded in the duplicate print. Therefore, 
even if a print is reproduced from the duplicate print, the 
quality of the reproduced print does not deteriorate. When the 
print is re-duplicated, an ID showing that the print is a 
duplicate print is embedded in addition to the image ID. 
Accordingly, it is possible to perform generation copy control . 



*6c. Conceivable Other Uses 



*7a. Effects of the Invention 

It is possible to reproduce a high-quality copy from a 
print (regardless of the performance of a scan device) . 

Even if a print is broken, it is possible to restore the 

5 print . 

It is possible to selectively update only a photograph 
in a composite print. 

*7b. Unexpected Effects of the Invention 

10 

*7c. Effects Specific to the Embodiments 

It is possible to produce a high-quality duplicate of a 
copyrighted print. Further, it is possible to collect fees or 
charges (royalties) without failure. 

15 

*8a. Claims 

1) Printing is performed while an image and an ID for 
identifying the image are kept in an inseparable state from 
2 0 each other. 

An image data management function for collectively 
managing image data by correlating it with IDs 

A function for reading out an image ID from a print 

25 2) 1) + A print position and data to be printed are specified 

by comparing scan data and data that has been read out based 
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on the ID. 



3) 1) + physical copy-protection function 
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COVER SHEET FOR SPECIFICATION AND DRAWINGS 
Mr. Gotohda and Mr. Yoda 

Intellectual Property Division (Miyanodai) 
5 Fuji Photo Film KK 

January 18, Heisei 12 (2000) 

AM PM : 

Norimasa Fukuo 
Yanagida and Associates 
BENEX S-l Bldg. 7 th floor 
Shin Yokohama 3-18-20 
Kouhoku-ku, Yokohama- shi , 222-0033 

Tel : (045) 475-2623 
Fax: (045) 475-2673 

Sender's Direct Contact Information 

Tel : (03) 5965-6110 
20 Fax: (03)5965-6124 

Your Ref. No. 88-7383 
Our Ref. No. P24 93 0J 



Dear Sirs: 

25 Thank you as always for entrusting us with your patent matters. 
We are enclosing the draft specification and drawings for the 
application as per your order herewith. Please review the 
enclosed documents. 

30 Enclosures: 1) Draft Specification 17 pages 

2) Draft Drawings 7 sheets 

Total: 24 sheets 
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FAX COVER SHEET 



From: Yukita Gotohda 
Intellectual Property Division, Miyanodai 

Fuji Photo Film, KK 
Phone : 0465-85-2133 
Fax: 0465-85-2137 

To : Mr . Fukuo 

Yanagida and Associates 

Number of Pages: 1 (including this cover sheet) 

Subject: Filing of Case Nos . P24930J (88-7383 ) and 

P248931 (88-7384) 

The draft documents you have sent us are acceptable. 
Please take the steps necessary to file the applications. 

(Date Stamp) IP Miyanodai; 3/7/12(2000); Gotohda 




The specification and drawings were corrected to conform 

with the disclosure of Your Ref . 88-7385 (Our Re f. P249 32J) . 
Please replace the documents that we sent you on| 
of last year with the documents enclosed herewith. 



